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DETAILED ACTION 
Information Disclosure Statement 

The prior art cited in the information disclosure statement (IDS) submitted on 
09/09/2003 has been considered. 
Claim Objections 

Claims 3,10 and 26 are objected to because of the following informalities: 

The recitation of claim 3 is confusing with regards to the location of the rulings. 
Note, the examiner perceives the grating means to have rulings immersed into the 
germanium surface. 

Claim 10 is objected because of the misspelling of "front". 

Claim 26 is objected because it includes two sentences. 

Appropriate correction is required. 
Double Patenting 

*» 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S;C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



Application/Control Number: 10/658,150 
Art Unit: 2878 



Page 3 



Claim 1 is provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claim 7 of copending Application No. 10/920,880. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the-scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 1 and 4 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 , 3 and 15 of 
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copending Application No. 10/646666. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both claim a similar 
spectrometer. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

With regards to claim 1, claims 1 and 15 of copending application 10/646666 sets 
forth a compact reflective spectrometer apparatus comprising an entrance slit for 
directing light, a first means that receives said light and focusing said light, an 
immersive diffraction grating diffracting said light, a second means for focusing said light 
and an image plane further comprising a detector.array that receives said focused light 
The difference between the claims is that the current application uses a mirror as the 
means to reflect and focus the said light however, using a mirror as a reflecting and 
focusing element is an obvious feature to one of ordinary skill in the art. 

With regards to claim 4, claim 3 of copending application 10/646666 sets forth an 
immersed diffraction grating comprising equally spaced straight grooves, though 
10/646666 does not disclose rulings, it is well known in the art that grooves are a mere 
substitute for rulings. 
Claim Rejections ■ 35 USC S 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 19, 20, 26, and 31 - 32 are rejected as failing to define the invention in 

» 

the manner required by 35 U.S.C. 112, second paragraph. 
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The claim(s) are narrative in form and replete with indefinite and functional or 
operational language. The structure, which goes to make up the device, must be clearly 
and positively specified. The structure must be organized and correlated in such a 
manner as to present a complete operative device. The claim(s) must be in one 
sentence form only. Note the format of the claims in the patent(s) cited. 

With regards to claims 19 and 31, the recitation "power is added" is confusing 
and not clear as to what is specifically being claimed. 

o 

With regards to claims 20 and 32, the recitation "other optical materials" is 
confusing and not clear as to what is specifically being claimed. 

With regards to claim 26, the claim is confusing and not clear because the claim 
includes a period. The claim must be in one sentence form only. 
Claim Rejections - 35 USC 5 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

■(e) The invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 4, 8 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Richman (US Patent 6,81 3,01 8 B2). 
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With regards to claim 1, Richman discloses an imaging spectrometer (Fig. 4) 
comprising an entrance slit 14 for directing light, a first mirror 18, a diffraction grating 12, 
a second mirror 28 and a detector 36 (Col. 4, Line 28). 

With regards to claim 4, Richman discloses that the diffraction grating 12 has 
equally spaced straight ruling (Figure 1a). 

With regards to claim 8, Richman discloses the first mirror 18 as a concave 
reflective mirror (Figure 4). 

With regards to claim 9, Richman discloses the second mirror 28 as a concave 
reflective secondary mirror (Figure 4). 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Richman 
in view of Xiang et a/ (US Patent 6,266,140 B1). . 

With regards to claim 5, Richman discloses the spectrometer as claimed in claim 
1 , but does not expressly disclose a diffraction grating comprising curved rulings. Xiang 

t 

teaches a grating with curved rulings. Richman and Xiang are analogous art because 
they are from the same field of endeavor, spectrometers. 
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Thus, it would have been obvious at the time the invention was made to a person 
of ordinary skill in the art to modify Richman to include a grating with curved rulings 
such as that taught by Xiang in order to correct field aberrations (Col.1 , Line 41 ). 

Claims 2, 3, 7,11,13 and 15 are rejected under 35 U.S.C. 103(a) as being 
obvious over Richman in view of Lemer et al. (US Pub. 20050041 247 A1 ). 

The applied reference has a common Assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1 .130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

With regards to claims 2, Richman discloses the spectrometer as claimed in 
claim 1 , but does not expressly disclose the diffraction grating having rulings immersed 
into a wedged germanium or zinc selenide prism. Lemer et al. (US Pub. 20050041247 
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A1) teaches a diffraction grating having rulings immersed into a wedged germanium 
prism [0025]. Richman and Lerner are analogous art because they are from the same 
field of endeavor, spectrometeps. 

Thus, it would have been obvious at the time the invention was made to a person 
of ordinary skill in the art to modify Richman to include a grating having rulings 
immersed into a wedged germanium prism such as that taught by Lerner in order to 
have diffraction efficiency [0025]. 

With regards to claim 3, Richman discloses the spectrometer as claimed in claim 
1, but does not expressly disclose the diffraction grating having rulings immersed into a 
the surface of a flat germanium or zinc selenide prism. Lerner teaches a diffraction 
grating having rulings immersed into a flat germanium prism [0025]. Richman and 
Lerner are analogous art because they are from the same field of endeavor, 
spectrometers. 

Thus, it would have been obvious at the time the invention was made to a person 
of ordinary skill in the art to mollify Richman to include a grating having rulings 
immersed into a flat germanium prism such as that taught by Lerner in order to have 
diffraction efficiency [0025]. 

With regards to claim 7, Richman discloses the spectrometer as claimed in claim 
1, but does not expressly disclose the diffraction grating having rulings that are diamond 
flycut with a blazed profile. Lerner teaches a diffraction grating having rulings that are 
diamond flycut with a blazed profile [0025]. Richman and Lerner are analogous art 
because they are from the same field of endeavor, spectrometers. 
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Thus, it would have been obvious at the time the invention was made to a person 
of ordinary skill in the art to modify Richman to include a grating having rulings that are 
diamond flycut with a blazed profile such as that taught by Lerner in order to have 
maximum diffraction efficiency "[0033]. 

With regards to claim 1 1 , Richman discloses a reflective imaging spectrometer 
(Fig 4) comprising an entrance slit 14 for directing light, a concave reflective primary 
mirror 18 and a concave reflective secondary 28 mirror. Richman does not disclose a 
wedged germanium or zinc selenide immersed grating dispersing said light. Lerner 
teaches a wedged germanium or zinc selenide immersed grating [0025]. Richman and 
Lerner are analogous art because they are from the same field of endeavor, 
spectrometers. 

Thus, it would have been obvious at the time the invention was made to a person 

of ordinary skill in the art to modify Richman to include a wedged germanium or zinc 

selenide immersed grating dispersing said light such as that taught by Lerner in order to 

have maximum diffraction efficiency [0025]. 

» 

With regards to claim 13, Lerner discloses the spectrometer as claimed in claim 
1 1 , but does not expressly disclose the wedged grating as transmissive. Lerner 
teaches a transmissive wedged grating [0032]. Richman and Lerner are analogous art 
because they are from the same field of endeavor, spectrometers. 

o 

Thus, it would have been obvious at the time the invention was made to a person 
of ordinary skill in the art to modify Richman to include a transmissive wedge grating 
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such as that taught by Lerner in order to allow for better thermal background reduction 
[0032]. 

With regards to claim 15, Richman discloses that the diffraction grating 12 has 
equally spaced straight ruling (Figure 1a). 

Claim 18 is rejected under 35 U.S.C. 103(a) as being obvious over Richman and 
Lerner in view of Xiang et al. (US Patent 6,266,140). 

With regards to claim 18, Richman and Lerner disclose the spectrometer as 
claimed in claim 1 1 but Richman and Lerner do not expressly disclose a wedged 
germanium or zinc selenide grating with curved grooves. Xiang teaches a grating with 
curved rulings (grooves). Richman, Lerner and Xiang are analogous art because they 
are from the same field of endeavor, spectrometers. 

Thus, it would have been obvious at the time the invention was made to a person 
of ordinary skill in the art to modify Richman to include a grating with curved rulings 
such as that taught by Xiang in order to correct field aberrations (Col.1 , Line 41 ). 
Allowable Subject Matter 

Claims 6, 10, 12, 14, and 16, 17, 21 -25, 27- 30 and 33 - 34 are objected to as 
being dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

Claims 23 - 34 are allowed over the prior art of record. 
The following is a statement of reasons for the indication of allowable subject 
matter: 
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With regards to claim 6, the prior art of record does not disclose or suggest a 
spectrometer wherein, the immersive diffraction grating has rulings that are cut on the 
piano side of a wedged plano-convex or plano-convex lens in combination with the rest 
of the claim limitations. 

With regards to claim 10, the prior art of record does not disclose or suggest a 
spectrometer that has a front and a back, wherein the entrance slit and the detector are 
located at the front and the second mirror is located at the back, in combination with the 
rest of the claim limitations. 

With regards to claim 12, the prior art of record does not disclose or suggest a 
spectrometer wherein, slit curvature correction is provided by a wedged germanium or 
zinc selenide grating having a wedged angle, in combination with the rest of the claim 
limitations. 

With regards to claim 14, the prior art of record does not disclose or suggest a 
spectrometer wherein, the eondave primary and secondary mirrors have sonic or 
aspheric sections in combination with the rest of the claim limitations. 

With regards to claim 16, the prior art of record does not disclose or suggest a 
spectrometer wherein, the wedged germanium or zinc selenide grating is a holographic 
grating providing aberration ancl distortion correction in combination with the rest of the 
claim limitations. 

With regards to claim 17, the prior art of record does not disclose or suggest a 
spectrometer wherein, the wedged germanium or zinc selenide grating has non-uniform 
groove spacing in combination'with the rest of the claim limitations. 
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With regards to claim 22, the prior art of record does not disclose or suggest a 
spectrometer wherein, a lens is added in front of the detector to control the field 
curvature in combination with the rest of the claim limitations. 

With regards to claim 23, the prior art of record does not disclose or suggest a 
spectrometer comprising a wedged germanium or zinc selenide grating having a 
wedged angle providing slit curvature correction, a convex reflective tertiary mirror, a 
concave quaternary mirror in combination with the rest of the claim limitations. 

Claims 24, 25, 27- 30 and 33 - 34 are allowable because they further limit claim 

23. 

References, such as Lerner (US Pub. 20050248760, 20050052647) and Chrisp 
et a/. (US Pub. 20050073680 A1) discloses many of the claims limitations, however 
these references do not constitute as prior art because of there filing dates. 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Djura Malevic whose telephone number is (571) 272- 
5975. The examiner can normally be reached on m-f. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Porta can be reached on (571) 272-2444. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 



published applications may be obtained from either Private PAIR or Public PAIR. 

9 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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